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Status 

1 ) Ixj Responsive to communication(s) filed on Apr 30, 2003 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1. 17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 

1.1 14. Applicant's submission filed on April 30, 2003 has been entered. 

Specification 

2. Claims 1, 2, and 6 have been amended. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors, hi considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
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the contrary. Applicant is advised of the obligation under 37 CAR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-3 and 6-7 are rejected under 35 U.S.C. 103 (a) over Some et al. (U.S. Patent 
6,256,405 Bl) (July 3, 2001) in view of Linsley et al. (U.S. Patent 6,271,002 Bl) (August 7, 
2001) further in view of Ward et al. (U.S. Patent 4,71 1,955) further in view of Isoda et al. (U.S. 
Patent 6,255,660 Bl) (July 3, 2001). 

Some et al teach a process for detecting a complementary DNA fragment which comprises 
the steps of: 

a) bringing single-stranded sample DNA fragments having a radioactive label in a liquid 
phase into contact with a group of DNA, so that the complementary DNA fragments are fixed by 
hybridization to the area in which the group is fixed (Column 7, lines 18-38); 

b) removing unfixed sample DNA fragments from the hybridized DNA (Column 7, lines 

38-43). 

C) keeping the hybridized DNA in contact with a radiation image storage panel containing 
a stimulable phosphor in areas corresponding to the areas on which groups of DNAs are 
hybridized, so that the corresponding areas of the stimulable phosphor sheet can absorb and store 
radiation energy of the radioactive label coming from the fixed DNA fragments through the 
openings (Figures 1 and 8 and Column 7, lines 43-50); 
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d) irradiating the radiation image storage panel with a stimulating light, so that the image 
storage panel releases a stimulated emission from the area in which the radiation energy is stored 
(Figures 1 and 8 and Column 7, lines 51-67 and Column 8, lines 24-28); 

e) detecting the stimulated emission photoelectrically to obtain a series of electric signals 
(Figures 1 and 8 and Column 8, lines 1-23 and 29-52); 

f) processing the electric signals to locate the area in which the complementary DNA 
fragments are fixed (Figure 6 and Column 12, lines 21-67). 

Some et al teach a process, in which area on the radiation image storage panel other than 
the area of stimulable phosphor is covered by a barrier member made of ceramic material (Figures 
1 and 8 and Column 8, lines 10-23). 

Some et al teach a process, in which the irradiation image storage panel is irradiated with a 
stimulating light after it is separated from the hybridized DNA (Figures 1 and 8 and Column 7, 
lines 51-67 and Column 8, lines 24-28). 

Some et al further teach a method in which a solid support having at least two defined 
areas, each area having a group of nucleotide derivatives, specifically DNA fragments which page 
8, line 6 of the specification notes are within the definition of "nucleotide derivatives", under 
conditions such that the DNA fragments in one area differ in sequence from the DNA fragments 
fixed in another area (column 7, lines 20-24). Li particular, Some states "a plurality of DNA 
fragments containing specific gene information are separated and distributed on a gel support 
medium (column 7, lines 20-24)", followed by transfer to nitrocellulose (column 7). 
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While Some et al teach the structure required for DNA microarrays, meeting that 
limitation, Some et al do not discuss the narrow meaning of microarray as a gridded solid support 
with bound nucleic acids (which limitation, while currently not in the claims, is shown in figure 1). 

Linsley et al teach a process, which comprises a DNA micro-array having at least two 
defined areas in each of which a group of nucleic acids are fixed under such condition that a group 
of nucleic acids fixed in one area differs from a group of nucleic acids fixed in another area. 
(Column 23, line 50 to Column 27, line 24). 

It would have been prima facie obvious to one having ordinary skill in the art at the time 
the invention was made to combine and substitute DNA micro-array having at least two defined 
areas in each of which a group of nucleic acids are fixed under such condition that a group of 
nucleic acids fixed in one area differs from a group of nucleic acids fixed in another area, of 
Linsley et al. into the DNA image forming method of Some et al. since Linsley et al. state, "One 
particular useful method of assaying gene expression at the level of transcription employs DNA 
microarrays (Column 1, lines 53-55)." By employing scientific reasoning, an ordinary artisan 
would have combined and substituted DNA micro-array having at least two defined areas in each 
of which a group of nucleic acids are fixed under such condition that a group of nucleic acids 
fixed in one area differs from a group of nucleic acids fixed in another area of Linsley et al. into 
the DNA image forming method of Some et al. to improve the process for detecting a 
complementary DNA fragment. An ordinary practitioner would have been motivated to combine 
and substitute DNA micro-array having at least two defined areas in each of which a group of 
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nucleic acids are fixed under such condition that a group of nucleic acids fixed in one area differs 
from a group of nucleic acids fixed in another area of Linsley et al. into the DNA image forming 
method of Some et al in order to achieve the express advantages , as noted by Linsley et al., of 
one particular useful method of assaying gene expression at the level of transcription that employs 
DNA microarrays. 

Some et al in view of Linsley et al. do not teach a process wherein a group of nucleotide 
derivatives and analogues are fixed on the microarray. 

Ward et al teach a process of using a group of nucleotide derivatives and analogues 
(Abstract and Claims 1-21). 

It would have been prima facie obvious to one having ordinary skill in the art at the time 
the invention was made to combine and substitute the method of using a group of nucleotide 
derivatives and analogues of Ward et al. into the DNA image forming microarray method of Some 
et al. in view of Linsley et al. since Ward et al. state, "Application include detection and 
localization of polynucleotide sequences in chromosomes, fixed cells, tissue sections, and cell 
extracts. Specific applications include chromosomal karyotyping, clinical diagnosis of nucleic-acid 
containing etiological agents, e.g., bacteria, viruses, or fungi, and diagnosis of genetic disorders 
(Abstract, last two sentences)." Ward et al provide further motivation as Ward et al. state, 
"Moreover, these nucleotide derivatives are chemically stable and can be expected to have 
functional shelf-lives of several years or more. Finally, these compounds permit the development 
of safer, more economical, more rapid, and more reproducible research and diagnostic procedures 
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(Column 3, lines 11-17)". By employing scientific reasoning, an ordinary artisan would have 
combined and substituted the method of using a group of nucleotide derivatives and analogues of 
Ward et al. into the DNA image forming microarray method of Some et al. in view of Linsley et 
al. to improve the process for detecting a complementary DNA fragment. An ordinary practitioner 
would have been motivated to combine and substitute the method of using a group of nucleotide 
derivatives and analogues of Ward et al. into the DNA image forming microarray method of Some 
et al. in view of Linsley et al., in order to achieve the express advantages, as noted by Ward et al., 
of nucleotide derivatives that are chemically stable and can be expected to have functional shelf- 
lives of several years or more and which permit the development of safer, more economical, more 
rapid, and more reproducible research and diagnostic procedures and whose application include 
detection and localization of polynucleotide sequences in chromosomes, fixed cells, tissue 
sections, and cell extracts and chromosomal karyotyping, clinical diagnosis of nucleic-acid 
containing etiological agents, e.g., bacteria, viruses, or fungi, and diagnosis of genetic disorders. 

Some et al. in view of Linsley et al. further in view of Ward et al do not teach a radiation 
image storage panel which has divided stimulable phosphor layers. 

Isoda et al. teach a radiation image storage panel which has divided stimulable phosphor 
layers (Abstract, Figures 1-10 and Examples 1-7). 

It would have been prima facie obvious to one having ordinary skill in the art at the time 
the invention was made to combine and substitute a radiation image storage panel which has 
divided stimulable phosphor layers of Isoda et al in the method of Some et al. in view of Linsley et 
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al further in view of Ward et al, since Isoda et al. states, "Consequently, the stimulable phosphor 
sheet of the invention gives an image of high sharpness at high sensitivity (Column 5, lines 33- 
35)". By employing scientific reasoning, an ordinary artisan would have combined and substituted 
a radiation image storage panel which has divided stimulable phosphor layers of Isoda et al in the 
method of Some et al. in view of Linsley et al further in view of Ward et al, to improve the 
process for detecting a complementary DNA fragment. An ordinary practitioner would have been 
motivated to combine and substitute a radiation image storage panel which has divided stimulable 
phosphor layers of Isoda et al in the method of Some et al. in view of Linsley et al further in view 
of Ward et al, , in order to achieve the express advantages, as noted by Isoda et al., of the divided 
stimulable phosphor sheet of the invention which gives an image of high sharpness at high 
sensitivity. 

Response to Amendment 

5. In response to amendment, previous rejection under 35U.S.C. 103 (a) have been 
withdrawn. However, new rejection under 35U.S.C. 103 (a) has been included 

Response to Arguments 

6. Applicant's arguments filed on April 30, 2003 with respect to all pending claims have 
been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arun Chakrabarti, Ph.D., whose telephone number is (703) 
306-5818. The examiner can normally be reached on 7:00 AM-4:30 PM from Monday to 
Friday. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion, can be reached on (703) 308-1119. The fax phone number for this 
Group is (703)746-4979. Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group analyst Chantae Dessau whose 
telephone number is (703) 605-1237. 



Patent Examiner, 



Arun Chakrabarti, 




June 13, 2003 



